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Qpi nion by C ssel, Adm nistrative Trademark Judge:

On August 17, 1998, applicant applied to register the

mark “BlILL P@” on the Principal Register for “providing

banki ng and financial services,” in Cass 36. bl The

1 Al't hough the specimens present the mark in | ower case
lettering, the drawing submitted with the application, as well as
the heading of the application itself, depict the nmark as “BILL
P@.” Notwithstanding contrary indications in the text of the
application and in applicant’s argunents throughout the
prosecution of this application, the drawing is deterninative of
the mark applicant is seeking to register, and it is the mark
shown in the drawi ng, “BILL P@,” which we have considered in
connection with the refusal to register under Section 2(d). W
hasten to add that if applicant had anended the application to
seek registration of the mark “bill p@” in special form our
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application is based on applicant’s claimof use of the
mark in connection wth rendering the services in
interstate commerce since May 4, 1998.

The Exami ning Attorney refused registration under
Section 2(d) of the Lanham Act on the ground that
applicant’s mark, as used in connection with the services
set forth in the application, so resenbles the mark “USAA
Bl LLPAY,” which is registeredElfor “financial services,
nanmely paynment of third[-]party bills on tel ephone
aut hori zation of account holder,” in Cass 36, that
confusion is likely. 1In addition to the refusal to
regi ster, the Exam ning Attorney required applicant to
amend the recitation of services to be nore definite.

Responsive to the first Ofice Action, applicant
presented argunents on the issue of |ikelihood of confusion
and anended the recitation of services to read as follows:
“banki ng and financial services, nanely paynent of
third[-]party bills and otherwi se dealing with third[-]party
payees electronically via PC or tel ephone.” Submtted in
support of applicant’s position that confusion is not likely

were a copy of dictionary pronunciation guidelines and

deci sion regarding the issue of likelihood of confusion would
have been the same.

2 Reg. No. 1,951,916, issued on the Principal Register to United
Servi ces Autonpbil e Association on Jan. 23, 1996.
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dictionary entries for the words “bill” and “pay.” This
evi dence al so shows that no listing appears for the term
“bill pay” as one word. Applicant contended that this

evi dence establishes that the marks differ in pronunciation
and neani ng, and that confusion is therefore not |ikely.

The Exam ning Attorney was not persuaded by
applicant’s evidence or argunents, and in the second Ofice
Action, she nade the refusal to register under Section 2(d)
final based on her conclusion that the mark applicant seeks
to register is simlar to the cited registered mark and the
services of registrant and applicant are the sane.

In addition to nmaking the refusal to register final,
in her second Ofice Action, the Exam ning Attorney held
the amended recitation of services to be unacceptably
indefinite, and required applicant to anmend the recitation
to elimnate the wording “otherwi se dealing with
third[-]party payee electronically via PC or telephone.”
The requirenment for an acceptable recitation of services
was continued and nmade final.

Applicant tinmely filed a Notice of Appeal, along with
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an appeal brief. The Examining Attorney filed her brief on
appeal and applicant filed a reply brief3]but applicant did
not request an oral hearing before the Board.

Al t hough in the second Ofice Action, the Exam ning
Attorney made final the requirenent for applicant to anmend
the recitation of services to elimnate indefinite
term nol ogy, applicant did not do so, nor did applicant
present argunents on this issue in its brief. The
Exam ning Attorney, in recounting the procedural history of
this application in her brief, noted that the requirenent
for an anended recitation of services had been made final,
but thereafter failed even to nention this issue, nuch | ess
to present argunent or evidentiary support for sustaining
this requirement. Under the circunstances, in view of the
fact that the Exami ning Attorney has the burden of proof

Wi th respect to the propriety of a final requirenent, we

% The additional evidence subnmitted with applicant’s reply bri ef
has not been considered. The record closed with the filing of
the Notice of Appeal. Trademark Rule 2.142(d). Contrary to
applicant’s argunents, the Board nay not take judicial notice of
O fice records of third-party registrations. Moreover, even if
the record contai ned properly introduced copies of the third-
party applications and registrations applicant did not tinely
submt, such records would not be evidence of use of the nmarks
therein. Thus they could not be the basis for the Board to reach
the conclusion that the ternms “bill” and “pay” are so frequently
used in connection with services of the type involved in the

i nstant case that consuners of these services are readily able to
di sti ngui sh anong marks which include the two words based on
other small distinctions in such marks.
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deemthis issue to have been conceded by the Exam ning
Attorney through her inaction. The requirenent for
amendnent to the recitation of services is therefore
reversed.

We turn, then, to the question of whether applicant’s
mark, “BlILL P@,” in connection with the services set forth
in the application, as anmended, nanely “banking and
financial services, nanely paynent of third[-]party bills
and otherw se dealing with third[-]party payees
el ectronically via PC or tel ephone,” is likely to cause
confusion with the mark “USAA BI LLPAY,” as used in
connection with the services specified in the registration,
“financial services, nanely paynent of third[-]party bills
on tel ephone authorization of account holder.” Based on
careful consideration of the record before us in this
appeal and the relevant legal authority, we hold that the
refusal to register under Section 2(d) is not well taken.

The predecessor to our primary reviewing court |isted
the principal factors to be considered in determning
whet her confusion is likely in the case of Inre E |
DuPont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). Chief anong these factors are the simlarity of the
mar ks as to appearance, sound, neani ng and conmerci al

inmpression and the simlarity of the services.
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In the case before us, although the services set forth
in the application appear to be the sanme or very closely
related to those specified in the cited registration,
confusion is not |ikely because the nmark applicant seeks to
regi ster creates a different commercial inpression from
that which is engendered by the cited registered mark.

W have not been persuaded to reach this concl usion by
any of applicant’s overly technical argunments, such as
t hose based on the nunbers of letters and syllables in the
mar ks, or on the fact that neither “USAA’ nor “BILLPAY" are
words that are listed in a dictionary. The plain fact is
that the words “bill” and “pay,” in the context of either
applicant’s mark or the cited regi stered mark, would be
understood in connection with the respective services of
applicant and registrant as conveying the fact that the
services involve bill paynent. In these contexts, both
mar ks are suggestive of the services in connection with
whi ch they are used because both services involve the
paynment of bills. The only simlarity between these two
marks is that both contain these highly suggestive words.

It is well settled, however, that use of such suggestive
term nol ogy does not entitle the prior user to a broad

scope of protection.
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The comercial inpressions these two marks generate
are sufficiently different to permt custoners of these
services to distinguish between the marks. This difference
is the result of the use of the letters “USAA” in
registrant’s mark and applicant’s use of the distinctive
“@ sign in place of the letter “a” in the word “pay.” The
regi stered mark uses the conposite term “BlI LLPAY,” which
woul d be quite simlar to the mark “BILL PAY,” but, as
not ed above, “BILL PAY’ is not applicant’s mark, “BlILL P@”
is. In addition, the registered mark conbi nes “BlI LL PAY”
with the apparently arbitrary, at least in connection with
these services, letters “USAA.” The unusual spelling, or
stylized presentation, of the word “pay” in applicant’s
mar k, conmbined with the additional arbitrary letters in the
cited registered mark, are sufficient differences to allow
prospective custoners to distinguish between the two
suggestive marks. Because of these distinctions, even
t hough the services are essentially the sanme, confusion is
not I|ikely.

Deci sion: The requirenent for anmendnent to the
recitation of services and the refusal to register
applicant’s mark under Section 2(d) of the Lanham Act are

both reversed.
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